
UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF NEW YORK        

GLU, INC., NOTICE OF MOTION
AND MOTION

Plaintiff,
-vs-

07-CV-6222CJS
WILLIAMS INDUSTRIES, INC.,

                                                Defendant.   

PLEASE TAKE NOTICE that upon the Declaration of Douglas Ramsey, dated August 

1, 2008 and the accompanying memorandum of law, Plaintiff GLU, Inc. will move at a date and 

time to be determined by the Court for leave to amend the Complaint pursuant to Federal Rule of 

Civil Procedure 15.

PLEASE TAKE FURTHER NOTICE that Plaintiffs request oral argument and also to 

file and serve reply papers.  Therefore, pursuant to Local Rule 7.1(c), any papers in opposition to 

this motion must be filed and served at least eight (8) days prior to the return date of this motion, 

or as otherwise ordered by the Court.

Dated:   August 1, 2008
  Pittsford, New York 

Respectfully submitted,

HARRIS BEACH PLLC

/s/ David J. Edwards
David J. Edwards
Attorney for Plaintiff
99 Garnsey Road
Pittsford, NY 14534
Telephone:  (585) 419-8800
Fax:  (585) 419-8813
dedwards@harrisbeach.com
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TO: Mary Jane Frisby, Esq.
Barnes & Thornburg
11 South Meridian Street
Indianapolis, Indiana  46204-3535

Steven E. Cole, Esq.
Leclair Korona Giordano Cole LLP
150 State Street
Suite 300
Rochester, New York  14614
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INTRODUCTION

This Memorandum of Law is submitted by Plaintiff GLU, Inc. in support of its Motion 

for leave to serve an Amended Complaint.

STATEMENT OF FACTS

The applicable facts are set forth in the accompanying Declaration of Douglas Ramsey 

dated August 1, 2008, and are incorporated herein by reference.

ARGUMENT

GLU seeks leave to amend its original Complaint pursuant to Rule 15 of the Federal 

Rules of Civil Procedure.  The purpose of the amendment is to assert a cause of action for breach 

of the License Agreement that formed the basis of the relationship between GLU’s predecessor, 

Ram Products, Inc., which assigned that agreement to GLU, and defendant Williams Industries, 

Inc. (“Williams”).  When this action was commenced, a single cause of action for patent 

infringement was pled in the Complaint.  As set forth in greater detail in the accompanying 

declaration of Mr. Ramsey, the possibility exists that Williams is not infringing the U.S. Patent 

5,186,353 (“‘353 Patent”), but is in breach of the License Agreement.  If, as Williams asserts, it 

is only selling lids re-purchased from Norwood Promotional Products, Inc. (“Norwood”) nearly 

five years after Williams right to make lids terminated, it must necessarily have produced a great 

many more lids during the term of the License Agreement than it accounted for in its royalty 

payments.  The total number of lids in existence should not have increased at all in the years 

since October 31, 2003, the day the License Agreement terminated.  (Ramsey Decl., Exhibit C, ¶ 

6.1.)  It simply does not stand to reason that Williams’s former customer for lids, Norwood could 

be meeting its own needs in the Ad-Specialty-Products market as well as those of Williams out 

of the same inventory.  (Ramsey Decl. at 9 – 11.)  
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Even if there is an explanation for Williams’s continued sales that flows from neither 

infringement of the ‘353 Patent, nor underpayment of the royalty obligations in the License 

Agreement, Williams has been and continues to breach the post-termination provisions of that 

Agreement.  Paragraph 8.5 of the Agreement provides:  “Upon termination, Williams shall have 

no right to utilize the Patents, or to sell, market or otherwise exploit the Merchandise except as 

specifically set forth herein.”  Williams admits that it continues to sell lids in clear violation of 

the Agreement.

Rule 15 provides that, after a responsive pleading is served, a party may amend its 

pleading by leave of court. Fed. R. Civ. P. 15(a).  Rule 15 expressly states that “leave shall be 

freely given when justice so requires.”  Id.  The condition that leave shall be freely given has 

been interpreted to allow amendments to pleadings absent undue delay, bad faith or dilatory 

motive on movant’s part, repeated failure to cure deficiencies by amendments previously 

allowed, undue prejudice to opposing party as a result of allowing amendment or futility of 

amendment.  Forman v. Davis, 371 U.S. 178, 182 (1962); Bennett v. N.Y. City Hous. Auth., 248 

F. Supp. 2d 166, 169 (E.D.N.Y. 2002).

This is the first application to amend the Complaint in this matter and the basis for the 

amendment is the information that was developed during the informal discovery process that 

preceded the entry of a scheduling order.  It is, therefore, timely.  Stephenson v. Dow Chemical 

Co. (In re “Agent Orange” Product Liability Litigation), 220 F.R.D. 22, 25 (E.D.N.Y. 2004)

(citing Middle Atlantic Utilities Co. v. S.M.W. Development Corp., 392 F.2d 380, 384 (2d Cir. 

1968)).

Even in the face of significant delay, courts do not deny motions to amend pursuant to 

Rule 15(a) in the absence of prejudice or bad faith.  Block v. First Blood Assocs., 988 F.2d 344, 

350 (2d Cir. 1993) (quoting State Teachers Retirement Bd. v. Fluor Corp., 654 F.2d 843, 856 (2d 



-4-

Cir. 1981).  The burden is on the adverse party to show bad faith or prejudice to justify denying 

leave to amend. Id.  

The proposed Amended Complaint will not prejudice Defendant.  Among the factors 

courts consider when determining whether undue prejudice has accrued are whether the 

amendment would “significantly delay the resolution of the dispute” or require the opponent “to 

expend significant additional resources to conduct discovery and prepare for trial.”  Stephenson, 

220 F.R.D. at 25 (citing Block, 988 F.2d at 350). With respect to these factors, or any others that 

can be imagined, the early stage of this litigation and the addition of a single, well-defined claim 

for breach of contract in the proposed Amended Complaint reduce any potential prejudice 

Williams might claim to less than what could be considered “undue.”

Further, formal discovery has not begun.  The proposed Amended Complaint contains but 

a single new claim for breach of contract that is directly related to the existing claim for patent 

infringement. It is impossible to imagine how allowing leave to amend could delay this dispute 

or cause Defendant to incur additional discovery costs.  Nevertheless, that burden is not 

Plaintiff’s.  If it chooses to oppose this motion, Williams will have the responsibility to 

demonstrate that leave to amend would prejudice it.  Northbrook Nat’l Ins. Co. v. J & R Vending 

Corp., 167 F.R.D. 643, 647 (E.D.N.Y. 1996).

Finally, there are no other reasons to deny Plaintiff’s motion for leave to amend.  There is 

no evidence of, nor is there any, bad faith on the part of Plaintiff.  Lastly, there have been no 

previous amendments.

CONCLUSION

For the reasons stated above and in the accompanying declaration, it is respectfully 

requested that Plaintiff’s motion for leave to amend the Complaint pursuant to Fed. R. Civ. P. 
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15(a) be granted along with such other and further relief as this Court may deem just and proper. 

Dated: August 1, 2008

HARRIS BEACH PLLC

/s/David J. Edwards
David J. Edwards
Attorney for Plaintiff
99 Garnsey Road
Pittsford, NY 14534
Telephone:  (585) 419-8800
Fax:  (585) 419-8813
dedwards@harrisbeach.com
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GLU, INC.,
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                                                Defendant.   

DAVID J. EDWARDS, one of the attorneys for the plaintiffs, GLU, Inc., hereby certify 
that on August 1, 2008, I electronically filed the Notice of Motion and Motion to Amend the 
Complaint with the clerk of the District Court using its CM/ECF system, which would then 
electronically notify the following CM/ECF participant(s) on this case

Mary Jane Frisby, Esq.
Barnes & Thornburg
11 South Meridian Street
Indianapolis, Indiana  46204-3535

Steven E. Cole, Esq.
Leclair Korona Giordano Cole LLP
150 State Street
Suite 300
Rochester, New York  14614

/s/ David J. Edwards
David J. Edwards




